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PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Claims 1-20 were rejected under 35 U.S.C. § 102(b) as being anticipated by Ensel et al. 
(U.S. Patent No. 6,493,685). This rejection is respectfully traversed. 

The Ensel reference does not teach each and every element recited in the pending claims. 
For example, Ensel does not teach the following elements recited in independent claim L 

determining that one of the automatic recurring payments is to be 
executed based on the automatic recurring online payment configuration; 

in response to determining that the one automatic recurring payment is to 
be executed, sending a notification to the user to notify the user that the one 
automatic recurring payment is to be executed, the notification being sent to the 
user before the one automatic recurring payment is executed; and 

determining whether or not to execute the one automatic recurring 
payment based on at least one of a response to the notification received from the 
user and a lack of a response to the notification from the user within a specified 
period of time. 

Independent claims 10 and 17 contain similar recitations. 

Ensel merely teaches sending only a bill notification to a user, and not a notification that 
an automatic recurring payments is to be executed . It is respectfully submitted that the Examiner 
is mischaracterizing Ensel. 

Ensel is directed toward an information interface provider ("IIP") that acts as an interface 
between a billing entity and its customers. In Ensel, the IIP presents electronic bills to customers 
and processes payments made by the customers. The customer can select how bills are to be 
presented and the IIP then transmits the bills through that channel. 

The IIP receives the billing data from the billing entity, formats the billing data for 
storage, and then formats the bill for the desired channel of distribution. With regard to 
payments, customers can pay in different manners such as by credit card or paper check, and the 
IIP can also track preauthorized payments of certain bills. For preauthorization of payments, the 
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customer first authorizes the IIP to recurringly debit a selected account to pay a recurring bill (or 
bills) that typically is always for the same amount (e.g., a mortgage payment). Once payment 
has been preauthorized, whenever the preauthorized payment for that bill is due, the IIP debits 
the selected account and credits the account of the billing entity. 



In contrast, the presently claimed invention is directed to an efficient and easy-to- 
implement method for providing prompted automatic recurring online payments. Instead of 
immediately executing a payment according to a recurring schedule as taught by Ensel, the 
presently claimed invention sends a notification to the user before the automatic recurring 
payment is executed . Then, it is determined whether or not to execute the automatic recurring 
payment based on a response received from the user and/or a lack of a response from the user 
within a specified period of time. Because the user is notified before an automatic recurring 
payment is to be executed, the user can decide whether or not to have the payment executed as 
previously planned. Thus, the present invention still provides the convenience of having the 
system automatically remember recurring payments, but allows the user to maintain more control 
over the payments. 



With respect to the elements of claim 1 recited above, the Examiner has taken the 

position that Ensel teaches: 

examples of the type of information included in the enrollment database includes, 
but is not limited to ...reminder preferences (e.g., as soon as possible, at the end of 
the month, 5 days before due date, 5 days late, no reminder...) as well as reminder 
channels (e.g., email, paper mail, fax, phone call, beeper...)" and in at least 
column 14, lines 38-41 wherein "the enrollment database can also track unopened 
bills and generation reminders as specified in the reminder preferences contained 
in the enrollment database file. 

However, these cited portions of Ensel clearly show that Ensel only teaches 
sending a bill notification . Column 10 of Ensel merely states that a user can enter a 
variety of preferences such as "reminder preferences (e.g., as soon as possible, at end of 
month, 5 days before due date, on due date, 3 day (sic) late, no reminder....) 55 . Ensel 
does not indicate that these reminders are associated with automatic recurring payments. 
In fact, Ensel is only referring to bill reminders that are sent to notify a user that a bill 
needs to be paid. 
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Furthermore, the Examiner's remark that Ensel teaches "in at least column 14, lines 
38-41 wherein 'the enrollment database can also track unopened bills and generation reminders 
as specified in the reminder preferences contained in the enrollment database file'" is completely 
irrelevant with respect to the presently claimed invention. This citation is referring back to the 
reminder discussed above and is directed at "unopened bills"; it is not directed to automatic 
recurring payment notifications. 

The Examiner's response to Appellant's argument that Ensel is directed towards notifying 

a user of a bill, not of an automatic recurring payment, is that: 

Ensel in at least column 10, lines 43-45 wherein "examples of the type of 
information included in the enrollment database includes, but is not limited to: 
,.. payment preferences (e.g., preauthorized, on due date, at end of month, full or 
fixed amount, automatic within limit)..." This feature is also taught by Ensel in at 
least column 4, lines 48-51 which indicates that "using preauthorization, the user 
may authorize the information interface provider to debit a preselected consumer 
account with respect to certain bills, typically recurring bills for the same amount, 
e.g., a mortgage payment." 

While Ensel does teach that a user can configure payment methods, this is very different 

from and does not teach or suggest notifying a user that an automatic recurring payment is to be 

executed. Ensel merely teaches that a user can setup automatic payments. However, Ensel is 

completely silent on notifying a user that one of these automatic recurring payments is about to 

be executed. For example, at column 14, lines 54-64, Ensel teaches: 

With respect to payments, the BAP 200 initiates the automatic payments 
prescribed in the enrollment profiles 205 without any initiative required by the 
customers 80. ... For both management and customer service purposes, the BAP 
200 keeps track of the status of customer payments, i.e., scheduled, in process, 
disputed, paid, and posted. . . 

Thus, Ensel only teaches that automatic payments are initiated, and is completely silent 
on determining that an automatic recurring payment is to be executed and notifying the user that 
the automatic recurring payment is to be executed. 

Sending an email containing a bill is very different form sending a notification that 
notifies the user that an automatic recurring payment is to be executed. The Examiner's response 
is that "Ensel teaches a notification means not only for bill availability [see at least column 10, 
lines 36-29] but for recurring payments as well [see at least column 4, lines 48-51]". 
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However, these portions of Ensel further support Appellant's position that Ensel merely 
teaches providing a mechanism for processing automatic payments, and not a mechanism for 
notifying the user that an automatic recurring payment is to be executed. For example, column 
4, lines 48-51 of Ensel merely state that a user can authorize the system of Ensel to debit a 
preselected account to pay a bill. Appellant simply cannot understand how the Examiner can 
assert that this teaching is the same as sending a notification to a user that an automatic recurring 
payment is to be executed. The two are completely different. With respect to the present 
invention, the user is notified of an automatic recurring payment before that automatic recurring 
payment is executed. This allows the user to confirm, modify, cancel, or otherwise react to the 
automatic recurring payment before it is made. Ensel does not proved such a feature, and thus 
cannot possibly allow any such response from the user before the payment is made. 

Further, the Examiner asserts that Ensel teaches "determining whether or not to execute 
the one automatic recurring payment based on at least one of a response to the notification 
received from the user and a lack of a response to the notification from the user within a 
specified period of time." 

As explained above, Ensel does not teach sending a notification to the user to notify the 
user that an automatic recurring payment is to be executed before that automatic recurring 
payment is executed. Therefore, Ensel cannot possibly teach determining whether or not to 
execute a payment based on a response to such a notification received from the user and/or a lack 
of a response to such a notification from the user within a specified period of time. 

Ensel only teaches presenting bills to a user and paying a bill based on user 
preauthorization or user payment instructions. In Ensel, automatic payments are always 
performed without any notifying to the user beforehand. This is very different than sending a 
notification to the user before an automatic recurring payment is to be executed, and then 
determining whether or not to execute that automatic recurring payment based on a response 
and/or lack of a response from the user. 

Therefore, Ensel does not teach or suggest each and every element of the presently 
claimed invention. For example, Ensel does not teach the recited claim elements of "determining 
that one of the automatic recurring payments is to be executed based on the automatic recurring 
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online payment configuration; in response to determining that the one automatic recurring 
payment is to be executed, sending a notification to the user to notify the user that the one 
automatic recurring payment is to be executed, the notification being sent to the user before the 
one automatic recurring payment is executed; and determining whether or not to execute the one 
automatic recurring payment based on at least one of a response to the notification received 
from the user and a lack of a response to the notification from the user within a specified period 
of time:' 

Appellant believes that the differences between Ensel and the present invention are clear 
in independent claims 1, 10, and 17, which set forth various embodiments of the present 
invention. Further, claims 2-9, claims 11-16, and claims 18-20 depend from independent claims 
1, 10, and 17, respectfully. Thus, claims 2-9, 11-16, and 18-20 also distinguish over Ensel. 
Therefore, claims 1-20 distinguish over the Ensel reference, and the rejection of these claims 
under 35 U.S.C. § 102(b) should be withdrawn 

In view of the foregoing, it is respectfully submitted that the application and the claims 
are in condition for allowance. Reconsideration and allowance of the claims are respectfully 
requested. 
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